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DETAILED ACTION 

1. This office action is in response to application 10/748,407 filed on 12/29/2003. 

2. Claims 1-34 have been submitted and examined. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-34 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. The terms "being capable of and "capable of in claims 1, 8, 15. and 22 is a term 
that renders the claim indefinite. The term "capable" does not impart any functionality 
into the limitation. As the functionality is not realized, the claim appears to cover 
anything and everything that does not prohibit the actions in the limitations in question 
from occurring. Thus the applicant's intended metes and bounds of the claims are 
unclear. 

The examiner recommends removing the terms "being capable of and "capable 
of from each of claims 1 , 8. 15, and 22 to clearly resolve this issue. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 8-14, 27-30 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

8. Claims 8-14, 27-30 are not limited to tangible embodiments. In view of the 
applicant's disclosure, specification pages 9-10, paragraph 0041, the medium is not 
limited to tangible embodiments, instead being defined as including both tangible 
embodiments (e.g., ROM and RAM) and intangible embodiments (e.g., electrical, 
optical, acoustical, or other forms of propagated signals, carrier waves, infrared signals, 
digital signals, etc.). As such, the claim is not limited to statutory subject matter and is 
therefore non-statutory. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

10. Claims 1-3, 8-10. 15-17, 22 rejected under 35 U.S.C. 102(e) as being anticipated 
by Kawamura et al.. US patent application publication 2004/0236915. 
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11. With respect to claims 1. 8. and 22 Kawamura teaches of a method for 
preserving data in a data storage system, the method comprising: receiving a command 
to preserve data in the data storage system (fig. 5; item 501; paragraph 0029); 

executing a first input and output (I/O) process in the data storage system 
existing at a selected time relative to the command (fig. 5; item 502; paragraph 0029, 
0031; data write request Wa); and 

executing a second I/O process in the data storage system which begins after 
the selected time (fig. 5; item 502; paragraph 0029, 0032; data write request Wb), 

the second I/O process being capable of executing while the first I/O process is 
executing (fig. 5; paragraph 0032-0033), 

wherein the second I/O process is capable of accessing the same data, in the 
data processing system, as the first I/O process (as there is no prohibiting the two write 
requests from containing the same data, they are capable of access the same data). 

As this is carried out by a computer and storage devices, there must be a 
memory storing code that is executed on a processor to perform the above steps. 

12. With respect to claim 15 Kawamura teaches of an apparatus for preserving data 
in a data storage system, comprising: means for receiving a command to preserve data 
in the data storage system (fig. 1, 2; paragraph 0022-0023, 0029; operating system 
running on the components of the host computer); 

means for executing a first input and output (I/O) process in the data storage 
system existing at a selected time relative to the command (fig. 1-3; paragraph 0029, 
0031; items 10, 20); and 
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means for executing a second I/O process in the data storage system which 
begins after the selected time, the second I/O process being capable of executing while 
the first I/O process is executing, wherein the second I/O process is capable of 
accessing the same data, in the data processing system, as the first I/O process (fig. 1- 
2, 4; paragraph 0029. 0032; items 10. 30). 

13. With respect to claim 2, 9, and 16, Kawamura teaches of wherein the selected 
time is when the command is received and the first I/O process is being executed at the 
selected time (fig. 5; paragraph 0029). 

14. With respect to claim 3, 10, 17, Kawamura teaches of wherein the first I/O 
process is being executed on a first storage volume and the second I/O process is 
being executed on a second storage volume (fig. 1, 5; paragraph 0029). 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

17. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

18. Claims 4-6, 11-13, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura and Boone et al., US patent 6453396. 

19. With respect to claims 4 and 11, Boone teaches of acquiring a lock from a lock 
mechanism to protect a storage location being replicated, the lock mechanism being 
maintained independent of a first and second storage volumes (fig. 4; column 3, line 35- 
60; column 8, lines 32-56; In the combination of Kawamura and Boone, the data 
originates in the host computer, it is abundantly clear to one of ordinary skill in the art 
that the host computer would control the locking within itself. Thus locking mechanism 
of the host computer is independent of the storage volumes). 

It would have been obvious to one of ordinary skill in the art having the teachings 
of Kawamura and Boone at the time of the invention to lock the data of Kawamura being 
copied as taught in Boone. Their motivation would have been to solve data access 
conflicts that could result in an inconsistency in data (Boone, column 3, lines 64-66). 
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20. With respect to claim 18, Boone teaches of means for acquiring a lock from a 
lock mechanism to protect a storage location being replicated, the lock mechanism 
being maintained independent of a first and second storage volumes (fig. 4; column 3, 
line 35-60; column 8, lines 32-56; host computer). 

21. With respect to claims 5 and 12, the combination of Kawamura and Boone 
teaches of acquiring the lock after receiving the command; and releasing the lock after 
the second I/O process is completed (as the host needs to know what data needs to be 
locked, the lock must be acquired after the application notifies the OS of the write 
command. The lock is then removed after the write requests have been carried out, 
Boone, column 3, lines 58-60). 

22. With respect to claim 19, the combination of Kawamura and Boone teaches of 
means for acquiring the lock after receiving the command; and means for releasing the 
lock after the second I/O process is completed (in the combination of Kawamura and 
Boone, this is implemented in the host computer of Kawamura as it is taught in Boone, 
column 3, lines 37-60). 

23. With respect to claims 6, 13, and 20 the combination of Kawamura and Boone 
teaches of wherein the locks are not backed up during a backup operation (Boone, 
column 3, lines 36-45; as the locks are used to prohibit access to the data being 
backed-up and are not stored as a part of that data, they would not be backed up), 

24. Claims 7, 14. 21, 23. 27, 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura and Reed et al., US patent 6557089. 
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25. With respect to claims 7, 14, 23, 27 Reed teaches of obtaining a snapshot of the 
first storage volume; and creating the second storage volume based on the snapshot of 
the first storage volume (fig. 4; column 8, lines 51-57). 

It would have been obvious to one of ordinary skill in the art having the teachings 
of Kawamura and Reed at the time of the invention to backup the contents of the first 
storage volume to a second storage volume as taught in Reed in Kawamura. Their 
motivation would have been to backup data where the operation of the source volume 
remains minimally affected (Reed, Column 3, lines 39-55). 

26. With respect to claims 21 and 31, Reed teaches of means for obtaining a 
snapshot of the first storage volume; and means for creating the second storage volume 
based on the snapshot of the first storage volume (fig. 1A, 4; column 8, lines 42-57; item 
122). 

27. Claims 24-25, 28-29, 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura, Reed. Boone, and Nakano et al., US patent application 
publication 2003/0051111. 

28. With respect to claims 24 and 28, Kawamura teaches of writing first data 
associated with the first I/O process to the first storage volume (fig. 1. 5; paragraph 
0031) 

Boone teaches of acquiring a lock from a lock mechanism; and releasing the lock 
(fig. 4; column 3. line 35-60; column 8, lines 32-56) 
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Nakano teaches of writing first data to a first storage volume; replicating, 
substantially concurrently, the first data to the second storage volume (fig. 5; 
paragraphs 0065-0067). 

It would have been obvious to one of ordinary skill in the art having the teachings 
of Kawamura, Reed, and Boone at the time of the invention to lock the data of the 
combination of Kawamura and Reed being copied as taught in Boone. Their motivation 
would have been to solve data access conflicts that could result in an inconsistency in 
data (Boone, column 3, lines 64-66). 

It would have been obvious to one of ordinary skill in the art having the teachings 
of Kawamura, Reed, Boone and Nakano at the time of the invention to synchronously 
replicate the data to the second volume from the first. Their motivation would have 
been to keep the two storage locations identical in the event of a failure so the backup is 
in an identical state of the failed device (Nakano, paragraph 0067). 
29. With respect to claim 32, Kawamura teaches of means for writing first data 
associated with the first I/O process to the first storage volume (fig. 1-3; paragraph 
0029, 0031; items 10, 20); 

Boone teaches of means for acquiring a lock from a lock mechanism; and means 
for releasing the lock (fig. 4; column 3, line 35-60; column 8, lines 32-56; host computer) 

Nakano teaches of means for replicating, substantially concurrently, the first data 
to the second storage volume (fig. 1; paragraphs 0078-0080; data copy monitoring 
function in the controller). 
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30. With respect to claims 25 and 29, Kawamura teaches of writing second data 
associated with the second I/O process to the second storage volume without 
replicating the second data to the first storage volume (fig. 1 . 5; paragraph 0032); 

Boone teaches of acquiring a lock from a lock mechanism; and releasing the lock 
(fig. 4; column 3, line 35-60; column 8, lines 32-56) 

31. With respect to claim 33, Kawamura teaches of means for writing second data 
associated with the second I/O process to the second storage volume without 
replicating the second data to the first storage volume (fig. 1-2, 4; paragraph 0029, 
0032; items 10. 30); 

means for acquiring the lock from the lock mechanism; and means for releasing 
the lock (fig. 4; column 3, line 35-60; column 8, lines 32-56; host computer). 

32. Claims 26. 30, 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawamura, Reed, Boone, Nakano in view of McDowell US patent 6389459. 

33. With respect to claims 26 and 30. McDowell teaches of deactivating the first 
storage volume after the first I/O process is completed (column 5, lines 15-32; where 
after the secondary system executes the write request, the secondary mirror volumes 
(first storage volume) are locked to all users. As no access can be granted to the 
volume, it is deactivated); and 

performing a backup operation on the first storage volume (column 4. line 61- 
column 5, line 2; where the data on the primary volume is mirrored to the secondary 
volume (first storage volume)). 
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It would have been obvious to one of ordinary skill in the art having the teachings 
of Kawamura, Reed, Boone, Nakano and McDowell at the time of the invention to 
prohibit all access to the first volume of the combination of Kawamura, Reed, Boone, 
Nakano after backing up to that drive. Their motivation would have been to ensure that 
the data is not corrupted as a result of an accidental write to the drive (McDowell, 
column 5, lines 29-32). 

34. With respect to claims 34, McDowell teaches of means for deactivating the first 
storage volume after the first I/O process is completed (fig. 3, item 307, 308; column 4, 
line 58- column 5, line 35); and means for performing a backup operation on the first 
storage volume (fig. 3, item 307, 308; column 4, line 58- column 5, line 35). 

35. Claims 1-3. 8-10. 15-17, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura and Gagne et al., US patent 6370626. 

36. With respect to claims 1. 8, and 22 Kawamura teaches of the limitations cited 
above in paragraph 11. Gagne teaches of wherein the second I/O process is accessing 
the same data, in the data processing system, as the first I/O process (abstract). 

It would have been obvious to one of ordinary skill in the art having the teachings 
of Kawamura and Gagne at the time of the invention to enable the two processes to 
access the same data in Kawamura as taught in Gagne. Their motivation would have 
been to avoid delays keeping the subsequent processes from accessing the data 
(Gagne, column 2, lines 9-15). 
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37. Claims 4-6. 11-13, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura and Gagne as applied to claims 1, 8, 15 above, and 
further in view of Boone. 

38. With respect to claims 4-6, 11-13, 18-20 the combination of Kawamura, Gagne, 
and Boone teaches of the limitations of the respective claims as taught above with the 
same reasoning as above. 

39. Claims 7, 14, 21, 23, 27, 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura and Gagne as applied to claims 1, 8, 15, 3, 10, 17 above, 
and further in view of Reed. 

40. With respect to claims 7, 14, 21, 23, 27, 31 the combination of Kawamura, 
Gagne, and Reed teaches of the limitations of the respective claims as taught above 
with the same reasoning as above. 

41. Claims 24-25, 28-29, 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawamura, Gagne, and Reed as applied to claims 23, 27, 31 above, 
and further in view of Boone and Nakano. 

42. With respect to claims 24-25, 28-29, 32-33 the combination of Kawamura, 
Gagne, Reed, Boone and Nakano teaches of the limitations of the respective claims as 
taught above with the same reasoning as above. 

43. Claims 26, 30. 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawamura. Gagne, Reed, Boone, and Nakano as applied to claims 25, 29, 33 
above, and further in view of McDowell. 
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44. With respect to claims 26, 30, 34 the combination of Kawamura, Gagne, Reed, 
Boone, Nakano, and McDowell teaches of the limitations of the respective claims as 
taught above with the same reasoning as above. 



Double Patenting 

45. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937. 214 USPQ 761 (CCPA 1982); In re Vogel All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



46. Claims 1, 3, 8, 10, 15, 17 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 3, 11, 13, 21, 
23 of copending Application No. 10/748,586. Although the conflicting claims are not 
identical, they are not patentably distinct from each other; see chart below 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Application 10/748,407 


Application 10/748,586 


Claim 1 : A method for preserving 
data in a data storage system, the 
method comprising: receiving a 
command to preserve data in the data 
storage system; 


Claim 1 : A method, comprising: 
receiving a first data being directed to a 
first storage volume; receiving a 
second data being directed to a second 
storage volume; 


tJACOUUtiy a iliol llipUL dllU UUipUl \it\J) 

process in the data storage system 
existing at a selected time relative to 
the command; 


WllUliy Ult? lllol Ualci, do pdll Ul d lllol 

I/O (input/output) process which begins 
before a selected time, to a first 
storage image and a second storage 
image 

Otptm \A/hprpin thp QplpptpH timp 

is determined relative to a command to 
preserve data in a data storage system 


the data storage system which begins 
after the selected time, 


writinn thp QppnnH Hflt?^ n?irt of a 

second I/O process which begins after 
the selected time, to the second 
storage image but not to the first 

^tnranp imanp 

OIWI Cl^^ IIIICI^^, 


fhp QPpnnH I/O nrnpp^Q h^inn ppin?ihlp 
of executlna whilp the fir^t I/O orocess 
Is executlna 


thp ^ppnnH I/O nropp^^ hpinn P3n?ihlp 

11 IC OwO^I Ivi l/Vy L/IV^OwOO Lywii 1^ wCl|JCii>^lw 

of runnina while the first orocess runs 

\Jt VVIIIIW LI Iw lllwl k^l WwV^ww lUIIWt 


wherpin thp spcond I/O nrocpss \^ 

W 1 1 w 1 w III Li 1 w WW 1 1 1 # hJ 1 w WW WW 1 w 

capable of accessing the same data, in 
the data processing system, as the first 
I/O process. 




Claim 3 


Claim 1 


Claim 8 


Claims 11 and 13 


Claim 10 


Claim 1 1 


Claim 15 


Claim 21 and 23 


Claim 17 


Claim 21 



Conclusion 

47. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

48. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Krofcheck whose telephone number is 571- 
272-8193. The examiner can normally be reached on Monday - Friday. 
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49. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matt Kim can be reached on 571-272-4182. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

50. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Michael C, Krofcheck 




MAHHEW KIM^ 
SUPERVISORY PATENT EXAMINER 




